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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 8, 13-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claim 8 recites, "wherein the marker element is in the form of a coating...", this 
claim is conflicting as the independent claim states that the marker element is a wire. It 
is unclear how the wire is just a coating. 

4. Claims 9 recites, "wherein the marker element is in the form of a wire" in line 5 
and "the marker element is in the form of a coating" in line 7. This claim is conflicting as 
the claim states that the marker element is in the form of a wire and in the form of a 
coating. The specification is silent as the device having multiple marker elements. 

5. Claims 10 recites, "wherein the marker element is in the form of a wire" in line 5 
and "the marker element is in the form of a coating" in line 9. This claim is conflicting as 
the claim states that the marker element is in the form of a wire and in the form of a 
coating. The specification is silent as the device having multiple marker elements. 

6. Claim 13 recites, "wherein the marker element is in the form of a wire coil". This 
claim is conflicting as the independent claim states that the marker element is in the 
form of a wire and then claim 1 3 states that the marker element is in the form of a wire 
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coating. The specification is silent as the device having multiple marker elements. It is 
suggested to say wherein the wire is further coiled. 

7. Claim 16 recites, "wherein the element is in the form of a straight, nuclear 
magnetic resonance-active wire containing a ferromagnetic material. This claim is 
conflicting as the independent claim states that the marker element is a wire. It is 
suggested to say, "wherein the wire is nuclear magnetic resonance-active and contains 
a ferromagnetic material. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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10. Claims 1, 3, 8, 11 -13 and 15-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lindgren et al. (U.S. Pat. 6,728,579 hereinafter "Lindgren") in view of 
Schmidt (U.S. Pub. 2002/0095202). 

11. Regarding claims 1, 3, 8, 11-13 and 15-16, Lindgren discloses an electrode 
needle with a shaft (12), with a casing surrounding the shaft (not numbered but 
encompasses the area wherein the electrodes are embedded) in turn defining a lumen 
(24), active electrodes on the shaft (36) and a conductor (38) in the form of a conductor 
that is located with shaft in the wall of the casing and extending the entire length of the 
electrodes (Col. 4, line 47 to Col. 5, line 12; Fig. 1, "the conductor runs the entire length 
of the device and thus extends the entire length of the electrodes"). Lindgren further 
discloses that the wire can be coiled around the lumen forming a spring-like shape that 
acts as a sleeve (Col. 5, II. 6-12). 

12. Regarding claims 1, 3, 8, 11-13 and 15-16, Lindgren discloses an electrode 
needle but fails to disclose the material that the conductor is made out of and the it 
being a nuclear magnetic resonance marker. However, Schmidt discloses an electrode 
catheter that utilizes platinum or stainless steel wires as the conductors which are 
nuclear magnetic markers since both platinum and stainless steel are radiopaque. It 
would have been an obvious matter of design choice to a person of ordinary skill in the 
art to modify the conductor as taught by Lindgren with a platinum or stainless steel wire 
made out of the marker material as taught by Schmidt to provide the predictable results 
of allowing the device to have a good reliable conductor that allows for device to be 
seen by imaging devices during surgery. 
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Claim Rejections - 35 USC § 103 

1 3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 5. Claims 9-1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Lindgren in view of Schmidt as applied to claims 1,3,11-13 and 1 5-1 6 above, and 
further in view of Kiser et al. (U.S. Pat. 5,327,909 hereinafter "Kiser"). 

16. Regarding claims 8-1 0, Lindgren in view of Schmidt discloses the claimed 
invention including that the marker, but Lindgren in view of Schmidt fails to explicitly 
disclose that the marker is sprayed on the inside of the lumen. However, Kiser teaches 
that it is known to use radiopaque coatings on implantable leads and catheters to 
produce a visible image on the viewing screen of a magnetic resonance imaging device. 
It would have been obvious to one having ordinary skill in the art at the time the 
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invention was made to modify the marker as taught by Lindgren in view of Schmidt, with 
radiopaque coating as taught by Weber since such a modification would provide the 
device of Lindgren in view of Schmidt with a radiopaque coating that would disturb the 
magnetic field in a nuclear magnetic resonance field so as to produce a visible image on 
the viewing screen of a magnetic resonance imaging device. 

17. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lindgren 
in view of Schmidt as applied to claims 1,3,11-13 and 1 5-1 6 above, and further in view 
of Gisselberg et al. (U.S. Pub. 2003/0052785 hereinafter "Gisselberg"). 

18. Regarding claims 8-10 and 12-16, Lindgren in view of Schmidt discloses the 
claimed invention including that the marker, but Lindgren in view of Schmidt fails to 
explicitly disclose that wire is coiled and tuned to the frequency of the Magnetic 
Resonance Imaging Device. However, Gisselberg teaches that it is known to use coiled 
ferromagnetic material tuned to a resonate frequency as set forth in Paragraphs 7, 8, 
57, 73 and Claim 21 to provide a disturbance in the magnetic field in a nuclear magnetic 
resonance field so as to produce a visible image on the viewing screen of a magnetic 
resonance imaging device. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the magnopaque marker as taught 
by Lindgren in view of Schmidt, with a ferromagnetic material as taught by Gisselberg 
since such a modification would provide the device of Lindgren in view of Schmidt with a 
ferromagnetic coiled marker tuned to the magnetic resonance frequency so that it would 
disturb the magnetic field in a nuclear magnetic resonance field so as to produce a 
visible image on the viewing screen of a magnetic resonance imaging device. 
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Response to Arguments 

Applicant's arguments with respect to claims 1 , 3, 8-16 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

19. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REX HOLMES whose telephone number is (571)272- 
8827. The examiner can normally be reached on M-F 9:00 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on 571-272-4955. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/George R Evanisko/ 

Primary Examiner, Art Unit 3762 

/R. H./ 

Examiner, Art Unit 3762 



